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1. ipiroduchion

This matter came jo court by way of metion.

In the notice of motion the applieant is praying for an order in the

following terms:

1. That the search and seizure warrant issued n chambers by the

second respondent, Magistrate Samuel Maku NO in ihe

magistrate court. Cape Town on 14 Sepfember 2006 ex parte



2

and Without‘ mofice 1o the applicant in pursuance of asffidavils
lodged &n pehalf of Creos Nk pe sat aside and/ar declared o

e of na force ang effect

2. That it tErms of seclion 7(4){a) of e Counterielt Coods Act 37
of 1097 hersinafter referred to as the “Aot” the gooeds geized in
terns of the afpresald warrant are ot pounterfel gocds as

Jefined intha Aot

!_J)

That the goods sewzed [N [BMS of the aforessid warrant be

released forthwith and raturmed to the applicant,

4. ~hat the frst respondent pays the eosts of this application,

2 Founding Afidavit
(t was attested to by Mr Roy Williams Ansell, an aduft male Chattered

Accountzmt and employed as Chief Finahcial Oificer of the applicant.

He alleges tha! the applicart is @ registered company having its
principal place of busoess gituated in Cape Town. Applicant conducts

nusiness inter alia as an imporier and distributar of footwear.

The fingt respondent whose affices are situated in Pretoria, & cited in
tns representative capacily as exacutive head over the officials of the South

African Revenus Servicgs and exercises conrcl DVET the aofficials who
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conducted inspectons 10 which this application relates and wiich resuited N

she defention and selzure of atleged counterieit goods in terms of the powers

conferred oh inspectars 0 e Gountedfelt Goods Act 37 of 1887.

The sscanc ragpordent 1S he magisirate who jesusd the search and

soizure warrant whith i3 e subject mater of this applicatiah.

The third respondent is an adult female employed 35 a0 oficial of the
South African Revend® Services in the capacity of 5 custom officer and
stationed in Capg Town. The third respondant 15 aiso an inspector who

axecuted the warram undar discusston in this case.

Trne Sourth respondent with its ptingipal place of business in the
VWestern Cape, conducts business as an sutherised counterfeit goods depot
designated 2s SUCH i TeTmMS of section 23 of the Act. The goads seized from

the applicant are stored at the fourth respondent's depot.

The ffth respendeni 3 & corporalion having juristic personaiity.
incorparated in accordance with the laws of the United States of America and
hzving its principal ptace of business in Colorado, United States of America.
The fith respondent condbets businass, infer afiz as & manufacturer and

distributor of footwear.

The fifth respondent fodged 2 complaint in terms of the Act with the

South Afficen Revenue Services in support af an application for the warrant
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under discussien. The firth respondent’s atarngys. whose offices ars situated

in Pretona, have stated that they are authorsed to acsept service of ths

application an behall of the #h respondant

On 15 June 2006 the applicant who is an impoerter and diatsibutor of
iter alia, foohwear purghased from Heoley Soles Heldings Limited. situated at

sfancouver, a totat of 8013 pairs of footwear. These goods arfived i South

Afnca at Cape Town harbour during July 2008.

On 18 July 2008 the applicant was advised by its ciearing agent that
the applicant's goods had been detained by the El;suﬂ's African Revanue
sanvice at Cape Town harbour ot the basis that "The gopds that were found
are identical to the ‘Crocs’ shoes, which are 2 registerad trade name in South
Africa Thersfore the detertion i in fermes of saction 113(1)a) of the

Customs and Excise Act for possible counterfeit”

On 26 July 20C3 e zpplicant's  atfiomeys  of rmanrd  addressed
correspongeance o the third respondent imfer alia, requesting a copy of ihe
affidayit of compiaint filled by the fitth respendent in support of the datemion.
A similar letter was addressed to the fifth respandent's attorneys of record

Applicant received no response from the third respondent or from the fifth

respordent's attornays.

A reminder was addressed to the afth respandent's atiomeys on

15 August 2008. in  addition, the applicani’s attomeys  addressed



correspondence © Ms Venter, the National Courterfait Coordinator 2t the

nead office ¢f Souih African Revanue Semrvice, Pretoria, requesting & CoPY of

e affidavit of complaint filed by the complainant

on 23 Auglist 2005, he Gl respofdent addressed a \efter 10
applicant's attomeys in which letter & CORY of the se-called ex parte affidavit
| deposed to by Erik Olsen was attzchad, The said ex parie affidavit was als
sed with the -Soutn Afican Revenue Service.  In 2cdition the fifth
respondent's attorneys stafed that a legalised GOPY of the affidavit deposed to
by Mr Eftore Battiston was en-route 10 the South African Revenue Service, 28
the copy that weas attacked to the correspondence i questian Was not

legalised

On 28 August 2006, the fith raspondent's aitarmeys addressed a letter

to the apolicant's attarneys. 0 ihe said letter, the said aflomeys alleges, inter

alia that:

(@) ihe applicant knows the fifio respondent's loeal distributor, Tidal

Trade;

(b)  Holey Soles Holdings Limitet! kmew the fiith respondent and

thev gre involved in litigation In & foreign jurisdiction;



ey the zpplicant and Holey Soles

regpondent’s proprielary interests

were well 2ware of the fifth

n the design of its Beach

Model shos;

gy that they wich to bring © b8 attention of 18

following

applicant the

infarmation, in CAs8 the applicant is not aware of the

said informaiion.

@

{H}

)

{v)

the original design drawings of the fen respondent's
sirapless Beach Model shoss were crested by Etore
Bathicton, an sdult male business man, dirpctor and

owner of an tallan company;

Mr Battleton fad, at all relevant imes, been permanandy
resident and domiciled in italy, @nd in particuiar was s0
resident and domiciled at e stage when he allegedly

created the Beach Mode! design.

italy is 2 signatory io the Beme Convention for the

Pratection of Literary and Artistic Works of 1668,

tr Batéiston is the sale authar and desigher of the Beach
Moda di~ion, which he allsgedty created in 2000 in the
course znd scopa of his employment and that the

apgican was In possession of 2 copy of an aifidavit



(v}

{vit)

it

(i}

deposed to by Mr Battiston 1o which CopiEs of the ongingl

design drawings were attached”

Mr Batiston alfegedly empioved his own creative skills
and efforts i designing the Beach Model design and did
not haye reference o #ny other designs, and a8 8 result,

the design was onginal a5 defined in the Copyright Act,

e Beach Model design drawings had been reduced to 8

matarial form,

Mr Battiston created the original Beach Model design in
the course and scope of Mg employment with L'Adigiana
Stamp) di Battiston Ettore e ¢, S.N.C, and as & result, the
copyright in the design atfornatically vested in the

GOMPENY,

the copyright in the ateresaid desian had subsequently
besn asslgned to the fifth respondent by way of a wiritien
desd of assignment and that the applicant was alrzady

possession of the detalls of the assignment,

thz shoes imported by the applicant and which are the
supient matier of this  dispute constituted  three

dimensional reproductions, alternatively, adaptation of
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(I

(i

&

ne aforessid Beach Mode! diesig'n and as & resull

infringed the eomplanant's copyright.

the epplicant’s importation of shoes which constiuted
unauthorised reproductions, altematively, adaptations of
e original Beach Made! design armourted fo sopyright

infringement in ems of the Copyright Act a8 of 1973

iy virue of the alleged fact that e shoes imparted by
the applicant wers colourable imitations  of the fifth
respandent's products, the importation of such goods
amounted to an act of dealing in counterfelt goods as

defined in the Courterleit Goods Act 37 of 1867,

the applicant was formally notified of the Tifin
respondent's copyright and ary trade of dealing In
distribufion, of marketing of infinging snoes would
amount  io  indirect copyright  infringement  a&

somtemplated in section 232) of e Act.

mo-ger. Ently, the applicany is requesied o comply with

the follomw~g demarnds,

(&) drtvery Jf =i shoes incorporating the Beach

Mooy, des oo for destructon;



(b

(i

(d)

©

an undertaking. in writing 'never again 0 impart
goode  which altegedly  wfringe the ffth

respondent’s copyright.

provide the fitth respondent's etiarneys with 2
tetter 2ddressed ie the South Africen Revenue
Services confinming et the aforesaid gouds might
he deliversd o them an the fifth respondent’s

behatf for destructian;

nay the ffth respondent's costs including 3ll

storage, transport and destruction costs;

undertske, I wiiting, fhat sholid tha applicant in
future import or deal in goods which infinges the
fifh respondent's glieged copyright, the apphcant
wauld pay to the #ifth respondent & penalty of
R100.00 per Irfringing item so imported or dealt in
ahove and beyend any ather claim for damages of
caste that the fifth respondent might have against

the applicant. -

In response o the sbovemertionsd correspondence. the applicant's

attomey in a letter dated 4 September o008 stafed the following:
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(i)

(i}

(v}
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whilst the tomplaint has sileged copyright, 2 cemplainant

gopears o have ignored the PrOVISIONS of section 15(3A) of the

Copyright Act 88 of 1878,

as fhey are ware, the cepyright i am' artistic work of whieh
thiee dimensions reproductions fRad been made avaifzble o the
pubiic is not infringed [f someane, without the consent of the
copyright owrer, make or make available to the pubhc, three
gimensional reproductions or adaptations of he authorised
reprodudtions, provided ihe Authorised reproductions primarily
rwad a utiitarian purpose and were made by an industrial

process.

the applicant maimains nat the zbovementioned exemplion
trom alleged eopyright Infingement is applicatle in this matter
and the first respondent’s right 1o camtrol the reproduction of the
faotwear in guestion in a thies dimensional form fell away whean
te fitth respondent distributed sutharised three dimensional

vertlons of the Sootwear anywhere in the world.

in thess tircumstances, the applicant was surprised that the fifth
respondent simply ignored tha provisions of section 15(3A) of
the Copyright Act an procesdec to request the South African

Revenue Senviges tn detain the goods in tuestion.
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the appilcatt accordingly calls upan the fiith respendent 1o
forthwith (nstruct tha South African Revenus Services ta release

the detained geods 1o the applicant.

in the aternative to the above, the applicant is of ihe view that
fha fifih respondent has not safisfied fhe infr] ngement provisians
of the Copyright Act 98 of 1978 in pariicular section 23(2) and it
{herefore follows that (he fith respondent had not zatigfied the
raquiremerts of tHe definitien of courtatfeiting a5 containad in

the Counterfait Goode Act,

at the time of impoftation of these goads into the Republic of
South Africa, the applicant was net aware that the complainant

was the owner of any alleged copyright.

consequently, the Initial detention of these goods was and

remains uniawful,
the applicant calls upon the fifth regpondent to furnish evidence
it refied upen o satisfy the requirements of section 232y of the

Copyright Act.

the applicant ascordingty demands that the fifth respondent
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{@) instruct customs to immediately release the getained

goods to the applicant,
0y pay all the accosis.

The deponent further alleges at to date of signing ihe founding

afidavit the fifth respondent has nat produced the raquested information.

on 4 September 2006 the applicant's alomeEYs addressed
correspandence o M vener and copied s Enslin, ' The latter is the legal
sdviser in the emoloy of the South Afriean Revenue Servises, Pretoria On
7 September 2006 e gpplicant's attormey recoived 8 lstter from Tifth
respondent's etfomeys stating that they are taking instructions om client an
they will revart, On 14 September 2006 applicant's aftorneys received & leter
from e fith respondent’s sHoOMEY wherein the latter stated infer afig that
they have been authotised g accept service of docurnents in this matier on

pehalf of the fifth respondent.

Applicant awalted notification of the Formal seizure of the applicant's

goads,

O 44 October 2006 the applicant's attorneys made contact with the
third respondent to enquiré when she intended making the formal seizure of
the appficants gonds. To their surptise thay were advized by the third

respondent that e goods were formaly seized on 3 October 2008
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On 12 October 2006 ke applicart's attorneys addressed a jetter to the

third respondent and copled same 10 Ms Venter and MS Enslin, 0 the said

\stter, inter alfa, he applicant's attorneys requested tivat the third respondent

wrgently furnish them with copy of The search and salzyre warrant, copies of

il affidavits and dosuments hal wels placat before the magisirate who

isaued the warant, CoRy of he inventory and 2 copy of the asizure Notice.

No response was repeived and of 16 Qetoher 2006 @ reminder was

sent out by applicant's Aftornays.

O 20 Octaber 2006 the applicant’s aHOTNSYS received he documsns
mentioned in the previous paragraph from e Afth respondent's EUOMEYS
afar the applisant's atiorheys requested same from the fiftn respondant's

attarmays.

The applicant further alleges that the affidavits filled in suppart of the
application for the seareh and geizure warrant are fatally gefective and the
search and seizure warrars inal was issued based on the strength of the said
affdavits I8 Invalid. The affidavit is defective as it amitted to make sssential
svarments in respect of the claim af copyright infringement.  The applicant
further alleged that there wa L carain shartcomings in the affidavits of Messrs

Cison, Battigton. snd Mz Fr .che.

3 Firzt and Thurd Resoondents’ Answaning Afftdavit
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11 was atested 10 by ws Christine Eouche a mnger fernale amployed by
L Anti-smugdling Tean.

South Afrcan REvEnus Services as § cusom officia

Cape Town.

She zlleges that ghe is the official who ritially detained and later

coized SNDES NGt discussion which were imported bY the applicant.

She further alleges hat she would like to raise a0 points in firing,
namely nan-compliance With the provisions of secian 98(1) of the Customs
and Excise Act of 1964 i that the applicant has failed to give &t jeast one
month's niotie of its imtantion to instiute these procesdings. Secondly that
this cowrt has no juﬁsd.i.t:tiun ag gl the gonds N question and parhes in

respect of which the applicant seeks relief are situated in the Cape Provinga.

She further alieges that an of apout 19 July 2006 she examined a
certain container number PONUZOZAE08 containing cerisin shoes.  Initially

the purposa of her exarmingticn was o estatlish whether the consignment

comphia with the requirements of the CEA.

Upen opsning the container and sesing the shees inside the containgr,
she immediately reaised that the shoss were replicas of Crocs shees by

virtua of their shape and general resembiance in design to the weli-known

Crogs shoes.
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che ocortacterd Ms Venier the Mational Co-ordinator, Intetiectual
Property Rights of Customs and Excizé. The \atter advised hel that an
spplication n tatms of saction 15 of the Counterisit Goods Act for the CROCS
BEACH MODEL shoes has waen received from ihe ffth respondent and
aporaved in 1&MS of e Counterfelt Gopds Act,  The said section 15

application covered both the Grocs wademark and the design of CROCS

SEACH MODEL shoss.

M Wentsr further confirmed that she may proceed o detain the
consignmernt of shoes and advise {he fifth regpondent's attormeys of the

importation of the consignment of the offending gacds.

Qn the same day a8 her initial inspentlon, she drew 8 zample of the
shoes which were in the container, At ine time of the said inspectian and
grawing ©f the sample Mr Hasin Sha, a representafive of Expeditors, the
applicant’s clearing agent was present. She drew a samgle inventery 1o keep
racord of the sampies drawn and Kir Sha signad the said inventory to confirm
the cortertness thereof and he was given 2 CORY of the sample inverisry.
She also took digital images of the drawn sample amd forwarded them lo Mr

Stever Yeates of the fifth respondent’s atlomeys yig e-mail.

“The following day. that is 20 July 2008 she dispatched the samplas {0
fitth respondant's attorneys vie OHL couriers. On the same day, she was
contasted telephonically by Mr Anseli, the deponent to the applicant’s

tounding affidavit. Mr Ansell sdvisad her that Holey Solas was 2 registerad
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trade mark and that s company was ficensed to import and distributs the

szt shoes, Mr Ansel undertook (o get tha ficance agfeements from his

supplier and forward them 10 her, fir Ansel tailed to forward to her the

alleged iLencs agresments,

The it respondent was givent five court days to provide her with an

affidavit confinming that the goods detained ara ot ariginat  Grocs

marchandise.

On 26 July 2008 she2 recaived a facsimie from Mr Ramera of the
applicant's aHOMeys whereln he sdvised ner that they are actitig on behalf of

the applicant and Holy Goles, the appiicam's supplier,

on 27 July 2008 the fifth, respondent's  atiomsys requestst  an
axiension to file the necessary affidavits mnd on 2 August 2008 she received

an affidavit of Mr Olson to swinich an affidavit of Mr Eatiston was attached.

Aftar discuseing the matter with Ms Venter and Ms Ensfin of the SARS
legal depariment sNe declded not to da anything further urdti] such e she
has received e ofiging! afidavits. While awaiting the origing! affidavits she
recaives = telephona csil from the applicant's atterneys enquirng whether

she has received the 2fidavits and she advised tharm about the status of the

makier,
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She reseived the ongingl affidzvits from fith res pondent’s a0meys on

17 August 2006, On same day, she recefved telephenic enquines apout

progress of the matter from Mr Ansell and the latisr was advised about

progress made i the mater

On 22 August 2008, thiough telephons the fith respondents atiomeys
advised her that thay will Sorward copies of the requested affidavits to e

applicant's attomeys.

An 2% August 2006 the applicant's atomeys confirmad that they Nave
recsived copies of the affiavits from ffh respondent’s sttogrneys.  1he
applicant's atiotneys further enguired if she wes going © apply for 2 warrant
and she advised them that she was going to consuft with EARS legal S&rvICes

znd sha will revert to them as soon a8 passible.

On 24 August 2008 she was sontacted by Mr Fillay, who 5 10 their
legal departimient and he jatter advised her that he was going to take gver the

matter and apely for & warrant  She provided him with copies of her file

co n‘ue'nte .

On 30 August 2008 she reseived an a-mall from the applicant's
claarifo agert requsstng undale on the progress of the matter She
responded on the same dgy and advised them that she had meceived an
affidavit from fifth response™ s attorneys confirming {nat the goods are

counterfeit and that the file 20 28n forwarded fo thair iegal department o



18

obtain & search ahd selnure wafrrant. =he sleo advised ham that arce they
had received ine warrant, she weuld obtain pefmnission from gARS's head

office to procesd to seize the §oods.

On 4 September 2006 the spplicant’s attorreys addressed a letter to
Ms Venmer and ¢ Same to M= Enslin. The lefier in question raised cerain
defenceste which the rporter may havel ween entitied, but it does not set out
faets which will justity the importer invoking the seid defences. The said leier
did maot affect her initial view that the offending goods wefe prima facie

countariait,

on 11 September she received @ telephane cal from Mr Ansell

wanting an update on the progress mede in the matter. She provided him

Wik alt nacessary information.

On 12 September 2008 she signed an affidavit in support of an
appiication for the seizure warrznt, which she received from Mr Pillay. She

signed the affidavit and send sama baek io Mr Pillay.

On 14 September 2006 the warrant was lssuad.

O 18 September 2006 she hagpensd 1o come across Wr Khader and
the iatier anguired from her whether ihe goods have been seized, and if nat

when does she interid to do s¢ She advised him that she has already
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! i v fuk r Khader
chizingd the warrant the seizure will accure in the near future,  Wir Kha

advised her that fes client want 10 OpPase the Seizure.

On 18 September ~n0s she sent an a-raail fo Mr Khader raquesting

him to provigs her with an affidavitform his elient relating 10 e selzed goods.

On 20 September 2008 M Khader repiied anid ctated Hhat he has sent
the correspondenae o fnair (deponent's head office. The only letier received
from  appilcant’s aftotmays 15 e one mentioned aariier dated

4 Septernber 2008

On the same day, Ms Enzlin had 2 telephone corversation with Mr
Khadar, in which zhe gdvised him that the first respondent intended to

procesd with the selzure, but the appiicant eqited to de anything.

Oin 241 Septermiber 2008 she received 2 message from their Legai Head

Office to procasd with the seiZurs,

An 22 September 2008, Mr Du Toit of the state stlorney's office,
assignad 1o deal with IS matier discussed the mater with Mr Khader, The
latter was =zdwised thai the information cortzined in his lelter dated
4 Septernber 2008 was not sufficient and that they were satisfied that, with
inforration at thel © T nosal, they could proceed with the continusd detention
and seizure of the goods. Mr Bu Toit also made it clear that they wolid

srocaed with the seizure of the offending goods in the near future,
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On 28 Septembs! op0e she made corftact with Expecitors, ihe
applizant's clearing agent, and she advised tharn fhat the seizure would 1ake
place on 2 Cictuber 2008, The sefzure in fact ook place on 3 October 2006
and @ reptEsentaiive of the applicamt’'s clearing agent, Mr Alie was present
whan the cottainer artived ai the premises of the fquﬁh respongent, togather

with Mr Alie they gonfirmed it was the cornact cantaingr.

An inventory Was sompiied, and a coby was given both o the fourth

respendent and ir Adie,

Nafige in terms of section 7{1)(g} was also nantied fo the clearind
agent at the premises of the fourth responcient where the seizure took place.
I+ was signed on behalf nf the applicant by 1 clearing agent, Mr Alie, A CODY
of the section 7{1}{d) nuiice was faxed to fifth respondent's atorneys on the

game 43y,

On 11 October 2006 she received 2 tefephone call from applicart’s
attornays wanting k riow whetner the goods had aiready baen seized, and

she advisad tham accordingly.

On 12 Otober 2006 she recelved a selaphane call from Mr Khader

requesting copies of desuments in her fiie.



21
on 18 Ocpber she sent @ fax © wir Khader adivising him that she
would te courlerng he documents to him, $he did riet hear anything further
from Mr Khader untit e service of his application: che further alieges that
she does not fave knowledge of cormespandence exchanged between

applicant's and fith resporgert's respective aiorneys.

At fhe tine she appiied fof e warrant she was satisfied and nelieved
that an act of mumerﬁeiﬁng had prima fécie teken place of Was likely 1o take
place by way of the applicants imperation N south Afficz of these
offending goods. She was justified in applying for 2 warrant and proceeding

to selze the offending goods in terms of that warran.

She furiher alieges that she ot In & position to decide whether the
applicant would b2 entifled to the defences srazted BY section 23(2) and
15(3A) of the C&pyrﬁg‘ht Actof 1978, This ic 2n issue for the court to decide
after having been presentzd with full facts relating fo the defences raised by
e appligant, These are not iseudes thet can bs decided =t the pomnt of

detention andinr seizure,

All relevent facts that wers provided to her were disclosed to the

magistrate at the time of applying for the warrant.

She has extracted the samples of the offending goods and firstly, sent
the digila) images of the said samples to fifth respandent, and secondly aent

e samples to fitth respondant's sttorneys. She compared tha photograghs
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‘ 1t of
annexed to Nr Olson's afictavit with digiial Images ot the sampies she tock

the atfending goowts and copfimmied that these shoas are in fact the same.

She was gaticfied, wazed on he ayidence corfained i NIr Battiston's

fact that the secton 15 complaint had been

affidavit together with the
approved by wme first respondent smat prima facie, copyright subsistad in the

Reach Model gesign.

&. Fifth Respondents Answering Affidavit
t was depased to by {r Erik Rebich, secratary and general counse! of

the fifth respondent,

He zlleges that there |s litigation going on in other jurisdictions, namely
Unitag States of America and Canada DEWSEN the fifth respandent and Holey

Sales Holdings Limited.

He has read the affidavit of Mr Olsen annexed o the papens a8
annexure “RINAE® ang confirm the contents therecf In safar as they relate to
the fifth respondent's business achvities, the subsistence of its iniellectual
property rights and the chain of the fitle relafing to such inteflectual property
rights, particularly copyright. He also comirms Mr Olsor's finding that the

sample shos is counterfelt and his reasoning therzfor
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He alleges that tis gourt has no jurisdictien to haar his <82, and that

the Cape of Geod Hepe provingial Division i e appropriate forum 10 NS2F

this apelication,

we further alleges that Gracs is the proprietor in south Africa of the
copyright subsisting in ihe gesign drawing of, inter &fid, fhe strapless portions

of ite Beach Model shoes. which Is fhe subjectof this appiication.

The design drewing Wwas orlginally created By Wi Efore Battiston, an
ialian citizen and residert, during the couwrse and scope of his ermployment

with L Arfigiana di Rattiston & C & n.C. an italisn company.

Ha created the design drawing n 2000, He did so with 2 application
of mis own original thought ang without reference to any uther work, The
copyright in the design drawing was subseausntly assigned o Finproject
N.A , a8 Capadian company- Fimproject N.A. changed its name O Foam
Creznons ine on 23 September 2004, wiieh in turm assigned the sopyright in

the design to Grocs on oF sbput 2¢ June 2006.

Caopias of the relevant deeds of assignment are attached and marked
annexuré “C1° and “C2" to the affidavit of Mr Olson, which in tum Is annexed

10 the applicant's founding affitavit as "RWAE".

In order to protect its intefiectual property rights, including the copynght

in the design drawing, Crocs filed an application / complaint in terms of
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cactian 15 of the Counterfeit Geods At of 1897 with regard. inter alia, 10 1S

copyright in the design drawing. An glectronit CopY of the applicaton /

complaint was iedged with the first respondent on or about 23 June 2006, and

same was provisienally approved. by the first respondenit with effect from

June 2006,

The section 1% application / commpiaint was nel filed with ary particulaf
or specific importer oF cubprit in wmind, mut with a view ie ensuring that ne
suspecied counterisit Beach Model shees are imported and sold in South

Adrica.

As @ result of the section 15 applisztion rhertioned above having been
accepiad by the first respondent, the third respondertt, on niEr own accord,
dstained the offending goods and proczetad to request gonfirmation from the
fith raspondent that the goods were indead not authorised by it it was iy}
response to this request that the exper affidavit of Mr Olson was filed with the

first respondent.

The goods wrder dlecussion zre offending goods as they are not

authorised Crocs marcharidise and sre courterfert

He further alteges ket the appiicant's supplier of the offending goods,
Holey Soles Holding is & Caznadign compary, The latter company, pricr to
drawing being assigned fo Crocs, was @ distributar of shees embaodying the

design drawing. FHoley Sales purchased the said shoes rom Foam Creations
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ine, prior to that company bafng purchased By Crocs under its previcus name,

\Wegterm Brants, LLC.

wWestern Brands, {1 is Crocs DG in s previous form. Qn

4 January 2005 Western Brands LLT WaSs converted to Croes Ine

In Way 2004 Foam Craafions INC diseontinued supplyirg shoes 10
Holey Solas, Later L came to the attention of Western Brands LLC that Holey
Soles had cormnmenced ranufscturing in Ghina and distributing znd seling
shoas which anre raproduchions oF adaptstions of fhe dasign drawing in the
United States of Ametica and Ganada put with the Haley Solas frademark

attached to them.

In. 2 leter dated 17 May 2004 addressed to Holey Soles Holding,
Western Brands LLC. infer alis demanded that Holey Soles Halgings desist
with its flegal activities of manufacturing, distibuting and offering for sale the

offending shoss.

In January 2005, Cmocs, through its wholly owned subsidiary Foam
Creations Ing, filed @ lawsuit in Canada against Holey Soles, based an Holy
Soles tnfringament of intenedmar property fights, including e design of the

strapless portions of the Beach Model shom. Litigation is stift continuing

in Snuth Africa, Crocs shass are distributed by Hs local agent, Tidal

Trade CC. The members thereof are Geaff Starke and Tertia Wessals,
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initially, Tided Trade Cs also supplied guthoriced Crocs peach Model

shoes to the appicard for =ale in S Sportsman's Warehouse outiets.

At somE Stage, it came fo ihe gttention oF Tidal Trade cC that the

applicant was selling in fts stores shoes manufactored by Holgy Seoies and

which are simiiar to the ones imparted by e applicant in the present case.
Applicant was presenting the |atier shoes s the "new Crocs” or ‘the same 25

Crocg’-

Foliowing the discovery fremtioned in the pravious paragraph Tidal
Trade O addressed & latter to the appiicant ihat it would no fonger sUpply

the appligant with Grocs shoes.

On 28 November 2005 the fifth respondent’s attormeys addressed &
\etter to the app!icaﬁt.dem'anding; itat the applicamt, nter glia stop its ilega!

activities.

That the appiicant’s shpes are reprocuttions of Ie design drawings
and of the ffth respondent's well-known Crocs Beach Model shoes, &

apperent from the ghbvious similariiies.

He denies that insufficient information was made available to the Grst
and second respondents and alleges fhat the decision to issue & searcn ang

goizite WaTant was correctly made.
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It was geposed o by the persen who deposad to the founding affidavit.

He zlizges that cortents of their jeter dated 4 September 4n06 adgrassed 10

Mes Venter and Ms Ershin was not placed befo™ the magistrate and if that

was done that wouid mzva aiforded the magisirate 2n opporiunity 1o cansider

all matetial facts.

Applicant only received copies of the refevant dogumentation thal was’
filed in suppoert of the application for the search and agizure wamant on
aq Qetober 2008,  atd tase  proceedings were  instituted oD
g November 2008, Third respondent did not furnish any facts fram which it
can be goncludsed that she simmediately realised tnat the shoes were replicss
of Grocs shoes by virtue of their shape and general resemblance in design 0

the well-known Crocs shoes'. Sha is not gualified {0 make such conciusion.

The section 15 application and the aleged sample inNventory were not
piaced before the magistrate when the application was made for the issuanca

2 e gearch and seigure warra .

As far as the fifh respondent's answering affidavit is concemed, ne
denled the existenca of the intsiiectual property of the fitth respondent. and

also dented that the sample shoe refarred to is & counterfeit.
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We further lieges hal while there may havé heer COMESRONGENEE

petween the applicant apdd Tidal Trade GG he deries that the applicant was

aware of the raspondeni's alleged rights. and aiso denies that the

rteliectual property rights relied upon by the it respandent gubsists and

that the appligant hes infringed the gaid rignts.

B. Findings
During oral argument, the applicant’s counsel sdviged he court that

the appiicant is not ptiréuing prayer 5 of the motice of motion,

The Court wag also infermed that the question of afleged lack of

jurisdiction is no longer being pursued by the respondants.
Saction 4 of the Counterfelt Goods Act 37 of 1887 provides that:

“nepeciars pOwWets in relafion to courterfeit goods. — (1) If,
pursuant to any comiplaint Izid with an inspector or on the
strength of any cther informaticn or on the strength of any other
information at his or her disposal, the inspector has reasonable
grounds o suspedt that an offence somtemplated in section Z(2)
hag been or is being committed ar is lkely fo b committed, or
to believe that an act of dealing in cauntérfeit goods has 1aken
ar is taking plecs or is fikely 1o take place, he or she has the

power, .
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@y to enter Upon gr erter any plase. pramises of yehicle in
nrder to inspect any relevant goods and seize a0

suspetted couriarfelt goods. ..

Section & thefeof deals with provistons ralating to iesue and execution

of warrant, ltreads as foliows:

“(1) The WaTTan contempiated in section 4{2) read with
section 5(1) wilt be issued in, chambers h'_;,r any judge of
sha High Court of by 3 magistrate who Nas jurisdictian in
e ares where the relevant suspecied att st dealing in
counterfgit goods is aileged to have taken place o7 10 be
taking place or is likely © take placa, and will be issusd
only f 1t appess 1o e judge or magistate fram
wfotmation on oath or affimmation that there are
reasonabie grounds for hefieving that an act of dealing in

rounterfit gonds has taken place.

i his heads of argumant, the applicard’s counsel submitted that the
¢hard 2nd fifth respondents fafled to make a full disciosure to the rmagistrate
when an application for a seizure warrant was made, He submitted that they
taiied to disciose the comespoendence from the applicant's attarneys in which
defences to allegations of copyright tnfringement were raised, The sald
counsal further submitied that the information contained in the said

correspondence is material 1o & propel setermination by the magistrate
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whether fhera were reasonable grounds ior belizving that an act of dealing in

counterfeit goots has of iz fikely o taks place.

On the other khand the first and second respondents’ counsel submitted
that the alleged non-disclnsure of the comrespondence between applicant's
ztiormeys and fifth rospondent's afforneys is rot matertal at all They further
submitted that alleged defence raised by e applicant in e said
correspontence Was mot on oath and it lacks facts on which applicant cotld

posifvely cl=im o be entifled te the defence ralsed.

in Natona! Direetor of Publfc PBrosecutions v E35500 2002 15A 418

(SCA) paragraph 21, pa2BH-I NUGENT AJA said the following:

“AWhera an order (s sought ex parte & is well established that the
vtmost good faith must be nhserved. Al materal facts must be
disciosed which might influence a court in coming to its decision
and fhe withhoiding or suppression of material fats, by itsef,
entiled a court to set aside an order, even if the ron-disclosurs
ar suppression was net wilfsl or malz fide (Schiesinger v
Schlesinger 1872 (4) SA 342 (W} &t 348E-348B." See &lso

Trakman NO v Livshitz and Others 1885 1 SA 282 (AD) 28BE

in Canada (Ply) Limied v Webber Stephen Praducts Company and 3

Others Case No 04/30877, (WL unreporied judgment, at p 29 paragraph 13
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SCHWARTZMAN J, when dealing, mer i whh ssizure in terms of Mé

Countarfet ACt SUBTa, jater alia said;

"There was an impomplete disclosure in the affidavit, resufting in
she First Respondent mot making & ful disclosurs of all material
facts. .. What was mt disciosed was the Applicant’s defence
tn the complaint = in law it may have been good or it may have
been bad — but # ramained material @ beﬁknnwn ta the Judge or

magistrate.”

In Cometal-ldometal v Colanz Enterprises 1981 2 ga 412 (W), while
d=aling with fallure to disclosé materal facts 0 an X parie appiication the
court quoted with approval, following statement af LE ROLUX J in Schlesinger

v Schiesihger sUpre, appaaring at 3508, Wwhith reads as follows:

"Wt mppears io te that uniess there ars. Yery rogent practical
raasons why an order should not be rescinded, the Court wil
always frown on an order obtained gx parte on incomplels
infamnation and will set it aside even i¥ relief could be obtained

on & subsequent application by the same applicant.”

Prior o the granting of the selzure warrant and in parficular on 4
September 2006. the appiicant’s atiormeys addressed correspondence to Ms

Maggie Veniar and Ms Ensfin, employess of the first respondent. in the said

lathar it was stated /nfer afia!
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4 oup client i of the view that the compiaint is nat antitied 1o
any refief in terms aof the provislons of the Counterfeit Gooads Act

47 gf 7297 ... ON Bne oF more of the following basts:

1. Whitst  the cormplaipant  hiEs. alieged  copyright
infringement in this matter. it appears to have ignored the
provisions af Section 15(3A) of the Cupyright Act 68 of
1478 ... We draw your stention to the fact that the
copyright in an arfistic work of which three dimensional
reproguctions have ween made available to the nublic is
not infringed if somecns, withiout the consent of the
copyright owner, makes & makes gvailable to the public,
three dimensional reproductions of adaptations of the
authorised  reproductions,  provided the authorised
reproductions have a utilitartan purpose and are made by

an industial purpose.

Our client rmaintzins that this exempiion iTom capyright
infrmgement is ;pplicabie in this matter and the complainant's
right to comtri the repraduictions of the foctwear ih question in a
three dimensional form fell eway whan & distriburad  three

dimensional vérsions of its footwear anywhere in the world.”
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A similar letter Was addressed on the same date te the fifth

respondent's aftorheys.

Section 15 of the Copyright Act supra deals with genera! gxceptions
from protection of arfistic work. ¥ the artistic work that she fifth respondert is
desirous to enforce its profection t=ifs within the parameters ot the said
saction 15, then the seizune warrant showid mot have besn granted. This I8
particutarly se becauss there is no evidenc® that the artistit wark in guastion
was ever published and there s 10 allegation that the applicart could have

sotzined the artistic design in quastion in order o copy it

wy view ia that the defence raised by he spplicant in its letters dated
4 Septembet 2008 mentianed earfier is refevant and matesial and should have

peen disclosed to the magisirate.

There & no justifiable eason why the said communication was not

disclasad to the magisiraie,

Fajlure to disclose all the materal fects as stated above, makes the

decision of the magistrate susceptible to be set aside.

As @ result of the corclusicn | arrived at 2s stated in the previous
paragraph, i peliave that # is not neceseary for me t© deal with other issues

roiced in the heads of argument and durng oral argurnent.





